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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-22, drawn to a plasma apparatus, classified in class 1 18, 
subclass 723E. 

II. Claims 23-26, drawn to a method of forming a thin film on a substrate 
using plasma CVD, classified in class 427, subclass 248.1. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as process and apparatus for its practice. The 

inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus as claimed can be used to practice another and 
materially different process, such as plasma etching or cleaning of the interior of the 
plasma chamber. 

3. Because these inventions are distinct for the reasons given above and the 
search required for Group II is not required for Group I, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Warren Burnam on 22 September 2005, a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-22. Affirmation of this election must be made by applicant in replying to this 
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Office action. Claims 23-26 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Information Disclosure Statement 

6. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Drawings 

7. Figure 1 0 should be designated by a legend such as -Prior Art-- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so as, not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
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applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

8. Claims 6 and 1 5-1 7 are objected to because of the following informalities: 

It is suggested to replace the term "plurality of conductive plates" with "a plurality 
of conductive portions" throughout Claims 6 and 1 7, in keeping with the Specification 
(ex. Page 34, Lines 15-16). The term "conductive portions" is more descriptive of the 
"brush shapes" recited on the last line of each claim. 

It is suggested to insert the word "each" between the words "members" and 
"include" on the first line of each of Claims 15, 16, and 17. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-3 and 8-10 are rejected under 35 U.S.C. 102(b) as being 
anticipated by German Patent Application Publication 3336652 A1 to Bubenzer et 
al. The following rejection refers to the Figures and English Abstract of this 
Publication. 

Bubenzer et al. teaches a plasma CVD apparatus (Figures 1 and 3), comprising 
an anode electrode 4 and a cathode electrode 5, which is for forming a thin film on a 
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substrate by performing plasma discharge between the electrodes (Abstract), 
comprising: a substrate holder 19 disposed between the electrodes; and one conductive 
member 26 disposed between the substrate holder and the cathode electrode (Figure 3; 
Abstract), wherein the substrate holder supports the substrate 23, and conductive 
member is provided between the electrode 5 and the substrate holder 19 so as to 
substantially cover an entire space between the electrode 5 and the substrate holder 19 
(Figure 3), and the conductive member 26 is electrically connected to the electrode 5 
and the substrate holder 19 (Abstract). 

In regards to Claim 2, the shapes of the electrodes are plate-like shapes (Figure 

3). 

In regards to Claim 3, plasma discharge is performed between the electrodes by 
applying a voltage between the electrodes with a raw material gas supplied between the 
electrodes. (Figures 1 and 3; Abstract) 

In regards to Claims 8 and 9, the conductive member is attached to the cathode 
electrode 5 and the substrate holder 19 (Figure 3). 

In regards to Claim 10, the apparatus further comprises a container 1 enclosing 
the electrodes, the substrate holder, and the conductive member (Figure 1), the 
conductive member being attached to the inner surface of the container via pedestal 7. 

Claim Rejections - 35 USC § 103 
1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bubenzer et al. in view of U.S. Patent 6,827,787 to Yonezawa et al. 

The teachings of Bubenzer et al. were discussed above. 

Bubenzer et al. does not expressly teach that the apparatus comprises a heater 
integrally attached to the electrode 5. 

Yonezawa et al. teaches that a heater is integrally attached to a prior art 
electrode 108. (Column 1, Lines 43-45) 

It would have been obvious to one of ordinary skill in the art to modify the 
apparatus taught by Bubenzer et al. for a heater to be integrally attached to the 
electrode. The motivation for doing so, as taught by Yonezawa et al. (Column 1, Lines 
43-45), would have been to heat the substrate as necessary. 

13. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bubenzer et al. in view of U.S. Patent 3,241,519 to Lloyd. 

The teachings of Bubenzer et al. were discussed above. 

Bubenzer et al. does not expressly teach that the apparatus comprises a tension 
adjusting member attached to the conductive member. 

Lloyd teaches a tension adjusting member 24 attached to conductive member 
28. (Figure 2; Column 2, Lines 10-30 and 62-72) 

It would have been obvious to one of ordinary skill in the art to modify the 
apparatus taught by Bubenzer et al. to include a tension adjusting member attached to 
the conductive member. The motivation for making such a modification, as taught by 
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Lloyd (Column 2, Lines 70-71; Column 3, Lines 3-4), would have been to prevent the 
conductive member from sagging due to thermal deformation. 

14. Claims 12-14 and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bubenzer et al. 

The teachings of Bubenzer et al. were discussed above. 

In regards to Claim 12, Bubenzer et al. does not expressly teach that the 
conductive member 26 comprises a plurality of conductive members. 

Nevertheless, it would have been obvious to one of ordinary skill in the art to 
construct conductive member 26 of a plurality of juxtaposed conductive strips. The 
motivation for doing so would have been to allow damaged or overly coated (Bubenzer 
et al., Abstract) sections to be replaced without necessitating replacement of the entire 
conductive piece. 

In regards to Claims 13, 14, and 19-21, see the discussion of Claims 2, 3, and 8- 
10 above. 

15. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bubenzer et al. as applied to Claim 12, and further in view of Yonezawa et al. 

The teachings of Bubenzer et al. as applied to Claim 12 were discussed above. 

Bubenzer et al. does not expressly teach that the apparatus comprises a heater 
integrally attached to the electrode 5. 

Yonezawa et al. teaches that a heater is integrally attached to a prior art 
electrode 108. (Column 1, Lines 43-45) 
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It would have been obvious to one of ordinary skill in the art to further modify the 
apparatus taught by Bubenzer et al. for a heater to be integrally attached to the 
electrode. The motivation for doing so, as taught by Yonezawa et al. (Column 1, Lines 
43-45), would have been to heat the substrate as necessary. 

16. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bubenzer et al. as applied to Claim 12, and further in view of Lloyd. 

The teachings of Bubenzer et al. as applied to Claim 12 were discussed above. 

Bubenzer et al. does not expressly teach that the apparatus comprises a tension 
adjusting member attached to the conductive member. 

Lloyd teaches a tension adjusting member 24 attached to conductive member 
28. (Figure 2; Column 2, Lines 10-30 and 62-72) 

It would have been obvious to one of ordinary skill in the art to further modify the 
apparatus taught by Bubenzer et al. to include a tension adjusting member attached to 
the conductive member. The motivation for making such a modification, as taught by 
Lloyd (Column 2, Lines 70-71; Column 3, Lines 3-4), would have been to prevent the 
conductive member from sagging due to thermal deformation. 

Allowable Subject Matter 

17. Claims 4-6 and 15-17 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims, and amended to 
overcome the objections discussed above. 
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1 8. The following is a statement of reasons for the indication of allowable subject 
matter: 

The prior art of record does not teach or fairly suggest that the conductive 
member or plurality of conductive members include a supporting plate and a plurality 
of conductive plates or portions provided on the upper and lower surfaces of the 
supporting plate in leaf-spring, arc, or brush shapes, wherein the conductive 
plates or portions on the lower surface of the supporting plate are in contact with 
one electrode and the plates or portions on the upper surface of the supporting 
plate are in contact with the substrate holder. 

Conclusion 

1 9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent 5,656,093 to Burkhart et al. teaches that a substrate 
1 16 is spaced from a substrate holder 108 by a conductive mask 100. (Figures 1 and 2) 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maureen G. Arancibia whose telephone number is (571) 

272- 1219. The examiner can normally be reached on core hours of 10-5, Monday- 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on (571) 272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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